How to Use this Model Public Patent License
This Model Public Patent License is intended to be used as part of a public license offer to license patent rights. A public license offer provides two main benefits:

a) it is publicly accessible on the Internet: anyone can read the full terms of the offer; b) it is an “live” offer so that anyone can accept it if they agree to all its terms.

To have these benefits, the offer must be openly published, and it must be capable of being accepted by anyone on a non-discriminatory basis and without additional negotiation. Used in the right context, this type of offer can provide benefits for both licensor and licensee. A licensor can use a public license offer to publicize its willingness to license patent rights on reasonable and non-discriminatory terms, thus attracting innovators and potential licensees who might otherwise not have been either aware that such patent rights were available for license or who might otherwise be unwilling to approach the licensor due to anticipated, significant transaction costs typically associated with negotiating a favorable license. A potential licensee can rely on the public and non-discriminatory availability of this public license offer to make plans and decisions about technology implementation, which in the absence of such offers, would be complicated or impossible.

Patent licenses can be very complicated, particularly when complex commercialization and licensing strategies are involved. So it would be impossible for anyone to write a license that addresses everyone’s needs or fits every scenario. Instead, we developed this Model Patent License Agreement to be simple and easy to understand. It is intended to provide a simple standard model license to make patents available on reasonable and non-discriminatory terms: preferably free of charge and without unnecessary field limitations. If you need to implement a more complex licensing strategy, then this may not be the right tool for you. In any case, please consult your own attorney before making an offer. Creative Commons is not a law firm, so we cannot provide you with advice on whether to use this instrument or how to tailor it to suit your needs or business strategy.

To use this Model Patent License Agreement, you need to supply some basic information, which is found in the License Data Record (see Addendum A). This information should be supplied in a standard electronic format for ease of reference, but you can use other formats if you wish. Some basic information is required in order to make a complete public license offer, while other fields may be optional. If you do not fill out the optional fields, then they will be defined by default provisions in the license. IN MOST CASES, THE DEFAULT OPTION ALLOWS FOR THE MOST PERMISSIVE AND FREE USE BY THE LICENSEE. For example, by default, there are no field of use restrictions, fees, or royalties. You may also add limitations to the offer itself, provided those limitations do not modify the terms or conditions of the license. For example you may include an expiration date for the offer or (if you think reasonable) specify that anyone currently engaged in litigation with you that would otherwise give you grounds for terminating the license (see Section 5) may not accept the offer in the first place.

If you wish to add non standard terms or conditions to the license, or otherwise change the license itself, then those additions/changes should not be added to the License Data Record but instead added to the Non Standard License Addendum (see Addendum B).

Together, the License Data Record, the Model Public Patent License and any Non Standard License Addendum will constitute your public license offer. When such an offer is made available on your Web site, or through clearinghouses like GX, anyone eligible to accept the offer may accept it through a registration and acceptance process. As part of that process, the Licensee will supply the Licensee-specific information needed to complete the License Data Record. This process, and the transaction record, then completes the license agreement.

MODEL PUBLIC PATENT LICENSE
The owner of the Licensed Patent Rights, as defined below (the “Licensor”), grants a license on the terms and conditions set forth in this Model Public Patent License (the “Agreement”) to the person or entity accepting this Agreement (the “Licensee”).

1. DEFINITIONS
“Field of Use” means the fields of use specified in the License Data Record. If not so specified, Field of Use means all fields of use.

“License Data Record” means a written or electronic document that provides the information specified in Addendum A.

“Licensed Patent Rights” means (a) the patents and patent applications listed in the License Data Record, (b) all divisionals, continuations, and foreign counterpart applications claiming priority from any patent or patent application described in (a), (c) those claims of any continuations-in-parts that claim priority exclusively from the patents or patent applications described in (a) and (b); (d) all patents issuing from patent applications included in (a) through (c); and (e) all reissues, reexaminations, renewals, and extensions of any patents included in (a) through (d).

“Licensed Process(es)” means a process the practice of which would infringe, but for the license granted in this Agreement, one or more claims of the Licensed Patent Rights.

“Licensed Product(s)” means a machine, article of manufacture, composition of matter, or other product (a) the manufacture, use, sale, offer for sale, or import of which would infringe, but for the licenses granted in this Agreement, one or more claims of the Licensed Patent Rights, or (b) made or directly obtained by a Licensed Process.

“Necessary Patent Claims” means any patent claim(s), now owned, controlled, or hereafter acquired by Licensor in any patent that Licensor has the right to license, that would be infringed, but for the license granted in Section 2.2, by the making, using, selling, or importation of processes or products that implement specific features or teachings of Specification, but excluding any claims covering subject matter that is not set forth or specifically described in the Specification.

“Specification” means the specification, if any, set forth in the License Data Record by the "Specification" entry.

“Territory” means a geographical or jurisdictional designation, as specified in the License Data Record. If not so specified, Territory means worldwide.

“Term” means the period of time specified in Section 5.

2. GRANT OF LICENSE
2.1 
Subject to the terms and conditions of this Agreement, the License Data Record and any Non Standard License Addendum, Licensor grants to Licensee under the Licensed Patent Rights, in the Territory, and during the Term, a non-exclusive, non-transferable (except as expressly permitted in Section 9) license, without a right to sublicense, to make, use, sell, offer for sale, and import Licensed Products and to practice Licensed Processes, in each case, solely in the Field of Use.

2.2
If the License Data Record contains a Specification, then subject to the terms and conditions of this Agreement and the License Data Record, Licensor grants to Licensee under the Necessary Patent Claims, in the Territory, and during the Term, a non-exclusive, non-transferable (except as expressly permitted in Section 9) license, without a right to sublicense, to make, use, sell, offer for sale, and import products that implement the Specification (or portions thereof) and to practice processes that implement the Specification (or portions thereof), in each case, solely in the Field of Use.

2.3 
The above licenses include the right to have made, except as otherwise specified by the License Data Record.

2.4 
The exclusive rights referenced above (such as make, sell, and use) shall also be interpreted to include substantially similar exclusive patent rights (such as disposal and offer to dispose) in other countries, when applicable.

3. FEES AND OTHER CONSIDERATION
Fees, royalties, or other consideration, if any, shall be specified in the “License Fees and Royalties” section of License Data Record. If none are specified, then no payment is required under this Agreement.

4. REPORTING
Licensee shall provide quarterly reports to Licensor, along with any required payments, in sufficient detail to verify the calculation of royalties owed, including without limitation, gross receipts from the use, sale, or other disposition of Licensed Products and/or from the practice of a Licensed Process, deductions taken for calculating revenues, and the total royalty due. If no royalties are due, then the report shall so specify.

In addition, then Licensee shall instead provide such reports as may be reasonably requested by Licensor to perform the analysis and activities described below.

Licensor may use the information provided by Licensee to analyze and publish metrics and impact statistics related to the use of the Licensed Patent Rights and have others do so, as long as such information is used only in aggregated and anonymous form. Licensor may also use or disclose the information to enforce this Agreement, and/or to comply with a court order, or otherwise as required by law.

5. TERM
Unless otherwise specified, the Term of this Agreement commences on its execution and ends upon the expiration, abandonment, or final invalidity of all claims within the Licensed Patent Rights, unless earlier terminated as permitted below.

Licensor may terminate this Agreement in the event of a material breach of this Agreement that is not cured within thirty (30) days after Licensor provides written notice to Licensee specifying such breach.

To the extent permitted by applicable law, Licensor may terminate this Agreement immediately in the event Licensee becomes insolvent, files for bankruptcy protection, makes an assignment for the benefit of creditors, or becomes the subject of involuntary bankruptcy proceedings. Licensee shall immediately notify Licensor upon the occurrence of one of these conditions.

Licensor may terminate this Agreement upon written notice to Licensee in the event that Licensee asserts a claim of patent infringement against Licensor or any third party with respect to products or services of Licensor, unless (a) such claim is first asserted after Licensor has asserted a claim of patent infringement against Licensee or any third party with respect to products or services of Licensee, or (b) Licensee fully withdraws such claim within ten (10) days after being notified by Licensor. For purposes of this paragraph, “Licensor” and “Licensee” shall also include their respective affiliates.

Licensee may terminate this Agreement by providing Licensor with at least thirty (30) days prior written notice, provided that if Licensee terminates this Agreement, it shall not be eligible to reinstate this license or accept any other general license offer with respect to the subject matter of this Agreement, unless the Licensor specifically agrees otherwise in writing. Upon any termination of this Agreement, Licensee shall provide Licensor with a final royalty report within thirty (30) days after termination, along with full payment of all amounts due. The following sections shall also survive termination of this Agreement: 6, 7, 8, 9, and 10.

6. WARRANTIES
Licensor warrants that it has the right and authority to grant the rights and licenses granted in this Agreement.

Licensor disclaims all other warranties, representations, and conditions, whether express, implied, or statutory, including, but not limited to, the warranties of merchantability, fitness for a particular purpose, or non-infringement.

Without limiting the generality of the above disclaimer, Licensor makes no representation or warranties that: a) it will prosecute or continue to prosecute, maintain, or defend any patent or patent application, b) it will bring an infringement suit, assert any claim against third parties accused of infringement, or otherwise enforce any patent or patent application, c) it will join as a party to any suit or legal action, d) it will provide Licensee with know-how or assistance necessary or useful to practice the Licensed Patent Rights, e) the Licensed Patent Rights are valid or enforceable, or f) the Licensed Products or Licensed Processes may be exploited or practiced without infringing third party patents.

7. INDEMNIFICATION
Licensee shall indemnify and hold Licensor, and its officers, directors, employees, representatives, agents, and affiliates harmless from any and all damages, liabilities, costs, and expenses (including reasonable attorneys’ fees) arising out of or caused by Licensee’s practice or exploitation of the license granted by this Agreement or by the sale, use, or exploitation of Licensed Products or Licensed Processes by or under the authority of Licensee.

Licensor shall notify Licensee promptly of any claim of which Licensor is aware and for which Licensor seeks indemnification. Licensee shall have the right to control the defense of such claims, except to the extent that the scope or validity of the Licensed Patent Rights are at issue, in which case Licensor may assume the sole control and defense of such claims at its own expense.

8. TRADEMARKS AND ATTRIBUTION
At Licensor’s request, Licensee agrees to mark Licensed Products and their packaging with patent markings as required by applicable law to preserve Licensor’s rights and otherwise enforce the Licensed Patents.

At Licensor’s request, Licensee shall reasonably cooperate with Licensor and provide such information as may be necessary for Licensor to prepare use case studies that document Licensee’s use of the Licensed Patent Rights and related usage or impact metrics. Each party may copy, distribute, and publish such use case studies, including by means of its Web sites, and authorize others to do so, to demonstrate the uses and impact of the technology.

Except solely as permitted above, neither party may use the other’s trademarks, service marks, trade names, company names, or logos (“Marks”) to offer, market, sell, or otherwise endorse any product or service or to engage in any other trademark usage, unless with the prior written authorization of the owner. Any uses of a party’s Marks shall inure solely to the benefit of that party, along with all goodwill associated therewith.

9. GENERAL PROVISIONS
Notices to the parties shall be provided at the address set forth in the License Data Record, unless a party provides written notice to the other party of a change of address. Notices may be provided by personal delivery, express delivery service, or registered mail. Notices shall be effective on the date received.

Nothing in this Agreement constitutes the parties as partners, joint venturers, principal and agent, or fiduciaries of each other.

A delay or failure in enforcing a right or obligation under this Agreement shall not be construed as an implied waiver of that right or obligation or of any other provision or breach under this Agreement. A waiver under this Agreement is only effective if made in writing and signed by the party granting the waiver.

An amendment or modification of this Agreement is effective only if made in writing and signed by the duly authorized representatives of the parties. This Agreement constitutes the entire agreement between the parties as to the subject matter herein and supersedes all prior or contemporaneous negotiations, agreements, representations, memorandums, and understandings.

If any provision of this Agreement is deemed to be invalid or unenforceable, then that provision, to the extent unenforceable, is severable and the remainder of this Agreement shall continue in full force and effect.

Licensee may not assign any of its rights under this Agreement, delegate any of its obligations under this Agreement, or otherwise transfer this Agreement, without the prior written consent of Licensor, and any attempted assignment, transfer, or delegation shall be voidable by Licensor. Any change of control of Licensee shall be deemed an attempted transfer of this Agreement. Licensor may assign this Agreement in connection with a sale, merger, or transfer of the assets to which this Agreement relates, provided that the assignee assumes all rights and obligations under this Agreement.

Licensee agrees to maintain insurance in amounts prudent for Licensee’s operations and adequate to discharge Licensee’s obligations under Section 7.

This Agreement is governed by and interpreted in accordance with the laws of the jurisdiction set forth in the License Data Record, if any. The parties agree that the proper jurisdiction and venue for any disputes arising out of this Agreement shall be in the courts of the venue specified in the License Data Record, if any. If none are specified, then jurisdiction and venue shall be deemed to be in the relevant jurisdiction for Licensor’s address, as stated in the License Data Record.

No rights or forbearances are granted, or may arise (whether through implication, estoppel, exhaustion or otherwise) other than those expressly granted in this Agreement.

TO THE EXTENT PERMITTED BY APPLICABLE LAW AND EXCEPT FOR THE OBLIGATION TO RENDER CONSIDERATION (IF ANY) IN SECTION 3, THE INDEMNIFICATION OBLIGATIONS IN SECTION 7, AND INFRINGEMENT OF ANY TRADEMARK OR INTELLECTUAL PROPERTY RIGHT, IN NO EVENT WILL EITHER PARTY HAVE ANY LIABILITY OF ANY KIND WHATSOEVER TO THE OTHER ARISING OUT OF THIS AGREEMENT, INCLUDING BUT NOT LIMITED TO, FOR INDIRECT, INCIDENTAL, CONSEQUENTIAL OR SPECIAL DAMAGES, EVEN IF ADVISED OF THE POSSIBILITY OF SUCH DAMAGES.

10. ADDITIONAL CLAUSES
Additional Clauses (if any) contained in the Licensed Data Record (Addendum A) and any Non Standard License Addendum (Addendum B) are hereby incorporated into this Agreement by reference. In the event of any conflict between the terms of this Agreement and the Additional Clauses, the terms of the Additional Clauses shall prevail.

Addendum A – License Data Record
The purpose of this Addendum is to provide guidelines for a License Data Record, which may be either in paper or electronic form. This License Data Record is unique to each transaction and must specify a minimal information set in order to give effect to the Patent License Agreement.

To constitute an agreement that incorporates the terms of the Patent License Agreement, a License Data Record must:

1) reference this Agreement by linking to the URL of the Patent License Agreement deed or legal code, attaching a copy of it, referencing it by name, or by any other means that uniquely and unambiguously identifies it; AND

2) provide t he following information:

a. Name of Licensor: the name of the person or entities offering this license,

b. Licensor Contact Information: address, contact person, phone number, fax, and/or email,

c. Name of Licensee: the name of the person or entities accepting this license,

d. Licensee Contact Information: address, contact person, phone number, fax, and/or email,

e. Licensed Patent Rights: a list of patents and patent applications to be licensed,

OR

Specification: a written specification of the invention or technology to be licensed.

f. License Fees, Royalties, and other consideration (optional): a description of any required fees, royalties, or other consideration, including without limitation any requirements relating to improvements or innovations,

g. Field of Use (optional): a description of any scope of use limitations associated with the license,

h. “Have Made” Limitations (optional): any limitations to the license to “have made,”

i. Choice of Law and Venue:

k. Territory (optional): 


l. Offer Limitations (optional): 

m. Additional Clauses:

Sample License Data Record
This License Data Record references and incorporates the GX Model Patent License Agreement.
Licensor Name:  The Regents of the University of California, a California corporation, acting through its Office of Intellectual Property & Industry Research Alliances (IPIRA) at U.C. Berkeley.

Licensor Address:  IPIRA, Attention:  Asst. Vice Chancellor, IPIRA,

2150 Shattuck Ave., Suite 510, Berkeley, CA 94704-1347.

Phone:  (510) 642-4548
Fax:  (510) 642-4566
Email:  carolm@berkeley.edu

Licensee Name:

Licensee Contact Address:

_____________________________

_____________________________

_____________________________

Phone: _______________________

Fax: _________________________

Email: _____________________________

Licensed Patents Rights:

Patents “Mycobacterial sulfation pathway proteins and methods of use thereof”

US patent numbers:  6,858,213    6,863,895   6,974,580,   7,344,703
License Fees & Royalties (optional): 
For-Profit License Fees:   $5,000 per year plus patent cost reimbursement.  For the avoidance of doubt, the first licensee of the Licensed Patent Rights under this GX Public License reimburses to Licensor the then-current patent costs.  When additional, nonexclusive licenses are granted, all of the licensees will reimburse new patent costs on a pro rata basis.  

Non-Profit License Fees:  No fee.  Reimbursement of patent costs only.  For the avoidance of doubt, the first licensee of the Licensed Patent Rights under this GX Public License reimburses to Licensor the then-current patent costs.  When additional, nonexclusive licenses are granted, all of the licensees will reimburse new patent costs on a pro rata basis.  

Royalties on sales:  none.

Field of Use (optional): for any research and development program with the ultimate goal of developing a human drug or human diagnostic for the prevention or treatment of the following tropical diseases as defined by the United States Food and Drug Administration at:  section 524(a)(3) of Federal 19 Food, Drug, and Cosmetic Act (the Act) (21 U.S.C. 360n):  

Tuberculosis , Malaria,  Blinding trachoma,  Buruli Ulcer,  Cholera Dengue/Dengue haemorrhagic fever, Dracunculiasis (guinea-worm disease), Fascioliasis Human African trypanosomiasis, Leishmaniasis, Leprosy, Lymphatic filariasis, Onchocerciasis, Schistosomiasis, Soil transmitted helminthiasis, Yaws, and any other infectious disease for which there is no significant market in developed nations and that disproportionately affects poor and marginalized populations, designated by regulation by the Secretary (section 524(a)(3))

where such research program will ultimately result in sale or distribution of goods and services in Least Developed Countries (LDCs), where LDC means the then-current list of LDCs as defined by the United Nations.  The list of LDCs as of 2010 includes:

Afghanistan, Angola, Bangladesh, Benin, Bhutan, Burkina Faso, Burundi, Cambodia, Central African Republic, Chad, Comoros, Democratic Republic of the Congo, Djibouti, Equatorial Guinea, Eritrea, Ethiopia, Gambia, Guinea, Guinea-Bissau, Haiti, Kiribati, Lao People’s Democratic Republic, Lesotho, Liberia, Madagascar, Malawi, Maldives, Mali, Mauritania, Mozambique, Myanmar, Nepal, Niger, 

Rwanda, Samoa, São Tomé and Príncipe, Senegal, Sierra Leone, Solomon Islands, Somalia, Sudan, Timor-Leste, Togo, Tuvalu, Uganda, United Republic of Tanzania, Vanuatu, Yemen, Zambia

And in Middle-Income countries as that term is defined by the World Bank as of the effective date of this Agreement.
Choice of Law and Venue: This Agreement will be construed, interpreted and applied in accordance with the laws of the state of California, excluding any choice of law rules that would direct the application of the laws of another jurisdiction; however the scope and validity of any patent or patent application under the Licensed Patent Rights will be determined by the applicable law of the country of such patent or patent application.  Any legal action brought by the parties relating to this Agreement will be conducted in San Francisco, California. The prevailing party in any legal action under this Agreement will be entitled to recover its reasonable attorneys’ fees in addition to its costs and necessary disbursements.
Territory: The United States of America.


Additional Clauses:

Specification: 

1. no implied License: Nothing in the GX Public License confers by implication, estoppel, or otherwise any license or rights under any patents of Licensor other than the Licensed Patent Rights, regardless of whether such patents are dominant or subordinate to the Licensed Patent Rights.

2. Except as provided in this License Data Record the optional clauses in the GX Public License do not apply. 

3. Except as provided in this License Data Record, none of the optional clauses in the GX Model Patent License are included.

Sample Addendum B: Non Standard License Addendum
This Addendum B is optional, but if completed it will constitute part of your public patent offer. The purpose of this Addendum B is to provide fixed location where the person making the public license offer can include non standard terms and conditions that modify the terms and conditions of the Model Patent License Agreement. Note that use of this Addendum B should be used only for identified, special needs that can best be addressed through a modification of the Model Patent License Agreement. In the absence of such special needs, modification of the Model Patent License Agreement is discouraged.

Insert below all non standard terms and conditions that are incorporated into and made a part of your public license offer. For clarity, you may wish to indicate if the term is new, eliminates an existing term, or modifies an existing term, in the latter two cases referencing the relevant section in the Model Patent License Agreement.

Term #1: none

Term #2: none

Term #3: none
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